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DETAILED ACTION 

The indicated allowability of claims 22-27 is withdrawn upon further 
consideration. 

Drawings 

1 . The drawings were received on January 27, 2006. These drawings are 
acceptable. 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 10-15, 20, and 22-27 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

More specifically, in claims 11 and 14, the language of "a member contacting 
said core member" and in claims 12 and 15, the language of "thread contacting said 
core member" is vague because the term "contacting" does not clearly define the 
structural relationship of the core member and member (claim 1 1 ) or core member and 
thermal welding thread (claim 12). Also, in claim 11 the "member" contacting said core 
member is vague and indefinite and does not provide a clear positive recitation of what 
is in contact with the core member. Accordingly, the metes and bounds for which patent 
protection is being sought are not clear. 

In claims 10-15, the language of "covering said core member" is vague. This 
language does not provide a clear recitation of the structural relationship of the cover 
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member and the core member. The term "covering" embraces configurations that 
include being directly adjacent to and in contact with the core member as well as a 
configuration of an outer coating with multiple layers and components between the 
cover member and core member. Thus, the metes and bound for which patent 
protection is being sought are not clear. 

Claim 20 is indefinite because this claim contains the trademark "PERMALLOY". 
If a trademark or trade name is used in a claim as a limitation to identify or describe a 
particular material or product, the claim does not comply with the requirements of 35 
U.S.C. 112, second paragraph. The claim scope is uncertain since the trademark or 
trade name cannot be used properly to identify any particular material or product. 
Therefore, the metes and bounds for which patent protection is being sought are not 
clear. 

In claim 22, the language of "preparing a core member" is vague because this 
language does not adequately describe the processing steps that constitute the 
preparation of the core member, particularly, when the core member can be two 
different entities, thereby implying differing processing steps. Moreover, when the core 
member is a fiber and a core thread, the language of "preparing a core member" is 
vague and indefinite. In addition, the language of "covering a periphery of said core 
member" is vague because this language does not clearly describe the processing 
steps that constitute "covering". Hence, the metes and bounds for which patent 
protection is being sought are not clear. 

Claim 23 is vague and indefinite for the reasons set forth above in claim 22. 
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Claim 24 is vague and indefinite for the reasons set forth above in claim 22. 
Also, the language of "disposing a member to be in contact with said core member" is 
vague because the language of "disposing" does not adequately describe the 
processing steps that constitute the placing of said member. Additionally, the language 
of "to be in contact with" is vague also. Further, this "member" is not defined. 
Accordingly, the metes and bounds for which patent protection is being sought are not 
clear. 

Claims 25-27 are vague and indefinite for reasons stated above in claims 22 and 

24. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 10-11, 13-14. 16, 20 and 22-25 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Litman 5,988,500 and 6,053,406, (referred to collectively as 
Litman '500). 

Litman teaches elongated magnetic elements which are inserted into items. See 
abstract, ('500). The elongated elements can be fibers, intertwined fibers, threads or 
strips and can be placed within a nonmetal cover material, per claims 10, 13, 22 and 23. 
Or more specifically, a core member and a covering member made of a nonmetal 
material covering said core member. See column 4, lines 9-13, column 5, lines 15-26, 
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and column 11, line 51 through column 12 and line 8. As to the preamble language of 
"security thread", this language is not found to be limiting to the present claims because 
the body of each claim following the preamble is a self-contained description of the 
structure and does not depend on the preamble for completeness. Litman additionally 
teaches that the elongated magnetic elements can be made from a soft magnetic 
material of the type contemplated by applicants, such as "PERMALLOY", as required by 
claims 16 and 20, further teaching that a member of semi-hard magnetic material can 
be in contact with the core member, per claims 1 1 , 14, 24 and 25. See column 16, lines 
39-42. Litman is silent as to the permeability of his magnetic material. Nonetheless, 
Litman discloses the same type of soft magnetic material as that disclosed by applicants 
as being suitable. Therefore, the examiner has reason to believe that the permeability 
of the magnetic material taught by Litman is the same as or within applicants' presently 
claimed range. 

Therefore, the teachings of Litman would have rendered obvious the invention as 
claimed in present claims 10-11, 13-14, 16, 20, and 22-25. 

5. Claims 17-19 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Litman 5,988,500 and 6,053,406 (collectively referred to as Litman '500), as 
applied above to claims 10-11, 13-14, 16, 20, and 22-25, in view of Dames et al, 
5,614,824 (Dames). 

Litman is as set forth above but does not teach the specific composition of his 
soft magnetic materials. Dames teaches a security thread comprising a plastic 
substrate coated with a soft magnetic material. The soft magnetic materials have a 
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permeability of 1000 or more and include alloys of the type contemplated by applicants. 
See column 6, lines 23-47. It would have been obvious to one of ordinary skill in the art 
at the time the invention was made to modify the teachings of Litman by using as his 
soft magnetic material, a material as taught by Dames, with the reasonable expectation 
of success of forming security articles that demonstrate toughness and resilience to 
mechanical deformation while being easily magnetizable from a distance by a relatively 
weak applied magnetic field. 

Therefore, the combined teachings of Litman and Dames would have rendered 
obvious the invention as claimed in present claims 17-19 and 21 . 

No claims are allowed. 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jill M. Gray whose telephone number is 571-272-1524. 
The examiner can normally be reached on M-Th and alternate Fridays 10:30-7:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye can be reached on 571-272-3186, The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free)^ 




Jin M. Gray 
Primar^^ Examiner 
Art Unit \l 774 



jmg 



\ 



